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Application/Control Number: 09/700,704 
Art Unit: 1746 

DETAILED ACTION 

1 . Amendment filed by Applicants on December 29, 2000 and not received by the 
Office has not been considered at the time of the previous Non-Final Office Action, 
Paper No. 4, dated 04/10/2002. Therefore, at this time the previously objected and 
withdrawn from consideration due to improper multiple dependency claims 10-12, have 
now been considered and examined on the merits. 

2. Applicants'' amendment, Paper No. 7, has overcome rejections under 35 USC 
112, second paragraph and rejections are, therefore, withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

(S> 

4. Claims 1,4, 13, 14, 15, 18, 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Han et al (U.S. 5,102,573). 

Han discloses liquid, caustic-free , (alkali metal free) compositions that remove 
baked-on food residues from hard surfaces, which comprise: 

a) from about 1 to 40%, of a surfactant selected from the group consisting of anionic 
surfactants, nonionic surfactants and mixtures thereof; 

b) from about 1 to 10% of a builder selected from the group consisting of 
polyphosphates, pyrophosphates, citrates, carbonates, and mixtures thereof; 
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c) from about 0.2% to 2% of an amine selected from the group consisting of 
monoethanolamine, diethanolamine, triethanolamine and mixtures thereof; 

d) water; 

e) from about 3 to 50% of a solvent, which solvent is selected from the groups 
consisting of: 

• sulfolane, propylene glycol monomethyl ether acetate, dipropylene glycol 
monomethyl ether acetate, ethylene glycol monoethyl ether acetate, diethylene 
glycol monoethyl ether acetate, diethylene glycol dimethyl ether, ethylene glycol 
dimethyl ether, diethylene glycol diethyl ether, and mixtures thereof; 

• ii) diethylene glycol monobutyl ether , ethylene glycol monobutyl ether , and 
N-methyl 2-pyrrolidone and mixtures thereof : and 

• iii) a mixture of two solvents, the first such solvent comprising 5-17% of an 
acetate selected from the group consisting of ethyl acetate and n-propyl acetate, 
and the second such solvent comprising 15-34% of a solvent selected from 
the group consisting of acetone, N-methyl 2-pyrrolidone . 

Therefore, all the composition limitations in terms of the components and their ratios are 
met by Han. 

5. Claims 13, 17 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by EP 0 081 355. 
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EP'355 discloses a method of cleaning and reclaiming printing screens which 
provide synergistic activities. Cleaning composition are also disclosed, which contain 
N-methyl-2-pyrrolidone, an oxygenated solvent, such as butyl cellosolve (synonym 
for ethylene glycol monombutyl ether) and cyclohexanone, and a surfactant (see 
abstract). 

EP'455 further teaches the presence of a surfactant from 1-5% from about 30-85% of 
N-methyl-2-pyrrolidone and about 10-35% of oxygenated solvent (butyl 
ceiiosoive) (see claim 9 and Examples, page 14). 

With regard to an alkali content, since EP'355 utilizes the same ingredients in the 
same amounts as instantly claimed, therefore the composition will inherently possess all 
the properties as instantly claimed. 

The above rejections were made in the sense of In re Fitzgerald or In re 
Spada , 91 1 F 2d 705, 709 15 USPQ 1655, 1658 (Fed. Cir. 1990), which settles that 
when the claimed compositions are not novel , they are not rendered patentable by 
recitation of properties, whether or not these properties are shown or suggested in prior 
art. 

6. Claims 5 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Han in view of Griesshammer (U.S. 4,156,619). 

Han does not specifically disclose the use of fluorine containing surfactant. 
However, Han clearly suggests that surfactant, such as anionic or nonionic are equally 
operable in his invention . 
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Griesshammer discloses a process for cleaning semiconductor discs by 
immersing the discs in a solution containing non-ionic or anionic surfactant (see 
abstract) The aqueous solution suitably contains from 0.3 to 5%, preferably from 0.8 to 
1.5%, by weight of the cationic surfactant based on the weight of the solution. Suitable 
cationic surfactants are, for example, amine salts, quaternary ammonium salts, and 
fluorine-containing surfactants based on fluorohvdrocarbons, or amphoteric 
surfactants according to their partly cationic character (see col. 2, lines 28-39). 
Therefore, based on the suggestion of Han one skiiied in the art would have found it 
obvious to employ the fluorine containing surfactants of Griesshammer in the cleaning 
composition of Han in order to impart hydrophobicity to the object and/or to ensure 
better dissolution of halogen containing contaminants ("like dissolves like") with the 
reasonable expectation of success. 

7. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over EP'355 
in view of Griesshammer (U.S. 4,156,619). 

EP'355 expressly discloses the composition of the instant claim 13, from which 
claim 16 directly depends. EP'355 suggests that any kind of surfactant, anionic, cationic 
and nonionic are operable within its scope. 

The disclosure of fluorine containing surfactants of Griesshammer is discussed in 
paragraph 6 above and incorporated here in its entirety, as well as motivation and 
rationale to employ the fluorine containing surfactants of Griesshammer in lieu of any 
kind of surfactant suggested by EP. It is noted here that in the instant case substitution 
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of equivalent surfactants requires no express motivation, as long as the prior art 
recognizes equivalency, In re Fount 213 USPQ 532 (CCPA 1982); In re Siebentritt 
152 USPQ 618 (CCPA 1967); Graver Tank & Mfg. Co. Inc. V. Linde Air products Co . 
85 USPQ 328 (USSC 1950). 

8. Claims 7-11, 20 and 21 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Griesshammer (U.S. 4,156,619) in view of Han. 

Griesshammer discloses a method for cleaning semiconductor discs , the 
method comprises two basic steps: a) after discs are subjected to polishing operation 
they are removed and b) immersed in a cleaning solution (see abstract and col. 4, lines 
4, 5). The cleaning solution of Griesshammer comprises of a non-ionic or anionic 
surfactant and the rest is organic solvents and or water (col. 2, lines 1 ,2). As solvents, 
both polar and non-polar solvents can be used (col. 2, lines 7-10). The temperature of 
cleaning process is preferably 50-80°C (col. 2, lines 22-23). Polyglycol ethers are 
utilized by Griesshammer in specific examples 1 and 2 in col. 3 

Griesshammer does provide the cleaning steps with a surfactant solution at the 
same temperature as instantly claimed in both polar and nonpolar solvents, but does 
not disclose all the specificities of cleaning composition wherein the surfactat is present 
along, such solvents as ethylene glycol monobutyl ether and N-methyl-2-pyrrolidone. 

Han discloses the cleaning composition, identical to that as instantly claimed for 
cleaning as discussed above. Since Griesshammer provides a motivation to use a 
surfactant solution in both polar and nonpolar solvents for cleaning semiconductor 
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discs, and since both ethylene glycol monobutyl ether and N-methyl-2-pyrrolidone are 
known to be part of surfactants as well as being routinely utilized solvents in cleaning 
processes, a person skilled in the art at the time the invention was made would have 
found it obvious to employ the solvents of Han in the process of Griesshammer in order 
to enhance the action of a surfactant and to impart the hydrophobicity to the substrate, 
as desired by Griesshammer, and thus to arrive at the subject matter of the instant 
claims. 

With regard to the limitations set forth in the preamble to the instant claim 7, which 
recites that the byproduct to be cleaned derived from a decomposed substance from a 
process gas containing C and F, it is noted here that, a preamble is not accorded a 
significant patentable weight since it merely recites the purpose of a process or the 
intended use of a method, and since the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are 
able to stand alone , as per In re Hirao , 535 F.2d 67, 190 USPQ 15 (CCPA 1976) 

With regard to the limitations of claim 8, which is concerned with the cage 
wherein the component to be cleaned is stored, it is noted that this limitation is an 
apparatus limitation, which is not even an apparatus for performing the steps of the 
cleaning method, and since the operation is known in reference to the object, the 
invention of a new machine for performing it does not make a new process, but only a 
new instrument for applying it. In re Tarezy-Hornoch . 158 USPQ 141 (CCPA 1968) 

Furthermore, structural limitations of apparatus in a process, which is otherwise 
met by the applied reference(s), are not given a significant patentable weight, unless 
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these structural features present a manipulative difference in a process steps. In the 
instant case the size of a storage cage, as well as the presence of such cage does not 
present a manipulative difference, since the steps of the process as per (reference) can 
be performed without a cage. 

Therefore, combination of references renders the above claims prima facie 
obvious and properly rejected under 35 USC 103(a). 

With regard to the limitations of claim 10, its limitations are totally beyond, and 
are not related to the limitations of the cleaning process, as instantly claimed, but 
merely describe what had happen to the article much prior to the claimed cleaning 
process. 

9. Claims 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Han et al 
in view of EP'355. f -^t^^c ) 

Han provides a composition as instantly claimed. However, disclosure of Han 
differs from the instant claims by not providing exact ratio of N-methylpyrrolidone and 
ethylene glycol monobutyl ether. 

EP'355 discloses a method of cleaning and reclaiming printing screens which 
provide synergistic activities. Cleaning composition contains N-methyl-2-pyrrolidone, an 
oxygenated solvent, such as butyl cellosolve (synonym for ethylene glycol monombutyl 
ether) and cyclohexanone, and a surfactant (see abstract). 
EP'455 teaches the presence of a surfactant from 1-5% from about 30-85% of N- 
methyl-2-pyrrolidone and about 10-35% of oxygenated solvent (butyl c llosolve). 
(claim 9, and Examples 1, page 14). These values are within the range of the instant 
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claims. Since both EP'355 and Han recognize the ratio of solvents as a result effective 
value, and EP'355 emphasizes the synergistic effect of some solvents, a person skilled 
in the art would have found it obvious to find an optimum ratio by routine 
experimentation, such as done by EP'355 to achieve the most synergistic effect for a 
composition of Han, and thus to arrive at the instant claim 6. 

10. Claims 12 is rejected under 35 U.S.C. 103(a) over Griesshammer (U.S. 
4,156,619) in view of Han and in further view of EP'355. 

Griesshammer (U.S. 4,156,619) in combination with Han disclose the process of 
claim 7, however, they do not specify the ratio of N-methylpyrrolidone to ethylene glycol 
monobutyl ether. 

EP'355 discloses a method of cleaning and reclaiming printing screens with 
solvents that provide synergistic activities. 

EP'355 teaches the presence of a surfactant from 1-5% to about 30-85% of N- 
methyl-2-pyrrolidone and about 10-35% of oxygenated solvent (butyl cellosolve). 

(claim 9, and Examples 1, page 14). These values and ratios are within the range of the 
instant claims. Since EP'355 emphasizes the synergistic effect of some solvents, a 
person skilled in the art would have found it obvious to find an optimum ratio by routine 
experimentation, such as done by EP'355 to achieve the most synergistic effect for the 
cleaning process of Griesshammer and Han, and thus to arrive at the instant claim 12. 
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R spons toArgum nts 

1 1 . Applicant's arguments with respect to claims 1 , 4 and 6 rejected under 35 USC 
102 (b) over EP'355 have been considered but are moot in view of the new ground(s) of 
rejection. The amendment to claim 1 has obviated the anticipation rejection. 

12. Applicant's arguments with regard to Han reference have been fully considered 
but they are not persuasive. Applicants 1 arguments reside in contention that Han does 
not disclose N-methylpyrrolidone and ethylene glycol monobutyl ether as being usable 
together, but only as alternatives. 

In response to this argument Applicants' attention is drawn to the abstract of 
Han, wherein N-methylpyrrolidone appears twice as a solvent (ii) where it can be used 
as alternative with ethylene glycol monobutyl ether, and as a solvent (iii), where it is 
used by itself, not as an alternative to an ethylene glycol monobutyl ether. Furthermore, 
in (ii), where only two!!!, solvents (di)-ethylene glycol monobutyl ether and N- 
methylpyrrolidone are used, Han explicitly teaches "or mixture thereof (abstract, line 
27). If there are only two alternative, and a mixture thereof is taught to be utilized, that 
means they both necessarily present. 

The next Applicants argument is that Han has no example, wherein N- 
methylpyrrolidone and ethylene glycol monobutyl ether are used together. 

In response to this it is noted that disclosed examples and preferred 
embodiments do not constitute a teaching away from a broader disclosure or 
nonpreferred embodiments . In re Susi 440 F.2d 442, 169 USPQ 423 (CCPA 1971). 
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"A known or obvious composition does not become patentable. A reference may be 
relied upon for all that it would have reasonably suggested to one having ordinary skill 
the art, including nonpreferred embodiments. Merck & Co. v. Biocraft Laboratories, 
874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). See 
also Celeritas Technologies Ltd. v. Rockwell 

International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 
1998. 

The crux of next Applicants arguments is thai the new claims which are added by 
the present Amendment, Paper No.7, are not anticipated by EP'355, because the range 
of surfactant is 0.1 to 1 .0% in the instant claims and it is about 1-5% in EP'355. 
Applicants further argue that term about does not anticipate the claimed ranges and 
recite the passage from MPEP about "sufficient specificity". 

In response to this it is noted that term "about " permits some tolerance, and 
therefore, encompasses values on either side of the claimed value or number In 
re Pappas . 214 F. 2d 172, 176-177, 102 USPQ 298, 301 (CCPA 1954); In re Vanev 
185 F. 2d 679,683, 88 USPQ 97, 101 (CCPA 1950). 

Therefore it is the Examiner' s position that the range of EP'355 "about 1%" 
disclose the claimed "1%" with sufficient specificity. 

Claim Objections 

13. The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
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claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 
The marked-up version of the Amendment, paper No. 7 contains confusing claim 
numbering. Clarification and/or correction is required. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Kornakov whose telephone number is (703) 
305-0400. The examiner can normally be reached on 9:00am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (703) 308-4333. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872 9310 for regular communications and (703) 872 9311 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308 
2450. 



MK 

September 30, 2002 



Michael Kornakov 

Examiner 
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